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REMARKS 

The present application relates to hybrid maize plant and seed X1069G. Claims 1-41 axe 
currently pending in the present application. Applicants respectfully requests consideration of 



mc ion owing remans 



Detailed Action 



, ^_ww th, Section tr> dam- 1 *v 6 7 . P. and 1 6 are; withdrawn in 

5. Claims and Specification 

Applicants acknowledge the addition of new cbims 47. through 62.. nbrcd in "he fonn.it 
suggested by the claims faxed by Supervisory Patent Examiner Amy Nelson on August 2, 2002 
and again on November 15, 2002 by Examiner David Fox. The new claim, do not add new 
matter as there is literal support for the claims in the originally filed specification (pa*es 44-56. 
specification). Finally, Applicant; s-ae.nii thai the D-rosits section ha, been a:...:..'.. vr. or !.t r i 
properly include both the hybrid maize plant X1069G and the inbred parents GE535769 and 
GE5 15721 within the deposit paragraph. The changes do not add new matter as there is literal 
.;upi>oit Lv the inlaw changes on pa^e ■ — >' ,t -'-' 



jii amended to collect tae:. 



Rejections Under 35 U.S.C. S 112. Secon d Paragraph 

Claims 1-4, 7, 9-11, 13-18, 21, 22-24. 26, 27, 29, 30, 31 and 32 remain rejected under 35 
U.S.C. § 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which Applicants regard as the invention. This rejection is 
repeated for reason of record as set forth in the last Office Action mailed July 16, 2002 

Claims 1 and 7 stand rejected for the parenthetical phrase "(commercial designation)" 
which renders the claims indefinite because it is unclear this is a limitation within the claim, 
hence it is unclear what the metes and bounds of the claim are. The Examiner states that deletion 
of this phrase would obviate this rejection. 
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Applicants have now amended claims 1 and 7 to deleted the phrase "(commercial 
designation)", thereby alleviating this rejection. Applicants thank the Examiner for pointing out 
this unintentional mistake. 

The fcxaminer rejects claims 2-4 as liiaeimue uecausc ihe muuauuni ^umii 
do not obviate the indefiniteness of claim 1 . 

Applicants have now amended claim 1 by deleting the phrase "(commercial 

dc^i^ation)", ;dLvi~^.;g thi;: :\.) .^i:-: . 



r 1 -<'♦•>-.-- 0 



unclear what the metes and bounds of the claimed methods are. 

Applicants have canceled claims 9, 13, 17, 22, 26, and 30, thus alleviating tiih rejection. 
Applicants farther acknowledge the addition of new claims 42 through 62, placed in :hc format 
suggested by the claims faxed by Supervisory Tatent Examiner Amy Nebo:: on Au-ast 2, 2002 
and again on November 15, 2002 by Examine Dnvid Fox. TVc r-v ch\rr.r. ri- no; add new 
matter as there is literal support for die claims in the originally fiLd spcc;f;e:i!ion 
specification). 

The Examiner rejects claims 10, 14, IS. 23, 27 and 31 as being indefinite for being 
dependent upon an indefinite ciumi. i E^amin^r iia^s die lumtdtich^ v,a:aa _a:d ^^.k- '}■-.- 
not obviate the mderiniteness or the claim upon which Liiey depend. 

Applicants have canceled claims 10, 14, 18, 23, 27 and 31, thus alleviating this rejection. 

Claims 11, 15, 19, 24, 28 and 32 remain indefinite because the phrases "excellent yield 
potential", "good stalk lodging resistance" and "suited to... of the United States", for example, 
are relative and do not state the metes and bounds of the claimed invention. 

Applicants have canceled claims 11, 15, 19, 24, 23 and 32, thereby alleviating this 
rejection. 

The Examiner rejects claims 16 and 29 as indefinite because a hybrid maize plant is not 
produced by a backcrossing technique. The Examiner further states it is unclear what the metes 
and bounds of these claims are. 

Applicants have canceled claims 16 and 29, alleviating this rejection. 

Claims 8 and 21 remain indefinite because the plant of 2 and 20, respectively, are not 
male sterile. Applicants 1 amendments to claims 8 and 21 are noted. The Examiner father states 
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the claims remain indefinite because it is confusing to denote the fertile hybrid maize plant 
X1069G as male sterile. The Examiner suggests the cancellation of claims 8 and 21 and the 
submission of new claims 42-45. 

Applicant* iespccuuu> uavcioo iina ivjwv.iuu. . vp..^^ «.^*~«. 
on page 13 of the specification, wherein it states "[i]t should be understood that the inbred can, 
through routine manipulation of cytoplasmic or other factors, be produced in male-sterile form. 
Such w^mcn* ? rc »1"> ron*.- r 1*M wifbin th- <cone of the nnrw* -nims" Farther, the 
v. ; ,iflc^on s^res hybrid mr-s seed is typically produced by a male <tcrilr:y s^rem 



"detasseling procw* can be avoided by usins cytoplasmic male-sterile inbred?" ( r a 2 c 2, 

■ c tVn > t , n ,,vt in .-necifJ^-'^Ti several mrthods of co«f*rri*2 «"1c 

specification). As t.in^M m u.- opun....... 

sterility. Therefore, Applicants assert that one skilled in the art would not find the terminolo 2 y 
indefinite. In addition, claim 21 hrr. now been cr-n.-okl, aik-viat.no th : 5 rejection. 

The Examiner rejects claims 11, 15, 10, 21, ^ and 32 as 1efir.it, f-r the br,^. 



t,.i.. irr" 



recitation "relative maturity o 
physiological maturity)" which is the narrower statement of the range/limitation. 

Applicants have now canceled claims 1L 15, 19, 24. 28 and 32, thereby alleviating this 



lv::ht of the above romnrks, Apr^ica^ts r^vp 



i1.lv request r-c^^'1eva r a-> 



n th f l 



withdrawal of the rejections under 35 U.S.C § 1 12, second paragraph. 

Rejections Under 35 U.S.C. S 1112, Firs t Paragraph 

Claims 11, 15, 19, 24, 28, 32, 34, 39, 40 and 41 stand rejected under 35 U.S.C. § 112, 
first paragraph, as containing subject matter which was not described in the specification in such 
a way as to reasonably convey- to one skilled in the relevant art that the iiiveutor($), it the time 
the application was filed, had possession of the claimed invention. The Examiuei states that 
claims 1 1, 15, 19, 24, 29. 32, 39 and 40, the limitations "wherein said maize plant has derived at 
least 50% of its ancestral alleles from X1069G" and "deriving at least 50% of its ancestral alleles 
from X1069G" appear to be new matter, as the Examiner does not find literal support for this 
limitation in the specification. ; 
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Applicants have now canceled claims 11, 15, 19, 24, 28, 32, 34, 39, 40 anc 41, thus 
alleviating this rejection. Applicants have added new claims 42 - 62, placed in the format 
suggested by the claims faxed by Supervisory Patent Examiner Amy Nelson on August 2, 2002 
and again on November Id, zuu^ Uy bxamiuu uavia rux. Appucanu, ocuv- uu. i^.v, ^in^ 
come within the purview of the written description requirement and do not add new matter. 

The Examiner rejects claims 34 and 41 as the subject matter directed to producing double 

! ^_ 

■ . t it i.-, not specified where e7 ; <':s ^ : j .nd -M are supported in specification that 

Applicant luid L-UiUCilipiaiCd ouyii U ^ i^s- Lii^v . ^^^^l^ - 

Applicant have canceled claims 34 and 41, thereby alleviating this rejection. Applicants 
respectfully assert tiiat the specification ncoi not disc^e what is well ki.u wn ;u the arL See ,7; 
re Myers, 161 U.S.P.Q. 66S (ClTA 1969). In addition, Applicant is at-chm? herewith W.n * 
aL, "Efficient Production of Doubled ih p!eid r!:-:its Through CoV . - 7 • \t;-er: r o: Ann,.; 
Derived Maize Callus" Thcortn/;-! ;.-..! Applied GemA,/. 77;7A' *'7\ 1 " ' 7 ^h;:h su: ; 

Applicant's assertion that produck./ d.;7.L h..ploids is w*/.; h..-. :. t ; ; .■ ^. - - ■■■ 

the art and therefore does not hive to be described in the specification. Applicants further submit 
the specification states n [p]lanf breeding techniques known in the art and used in a maize plant 
breeding program include, but uic not; limited to, recurrent selection baeken.^-oni^., peuiL^c~ 
breeding, restriction length polymorpinsm enhanced selection, genetic luatkcr financed selection 
and transformation" (page 3, specification). It is well understood to one ordinarily skilled in the 

art that double haploids are produced by the doubling of a set of chromosomes (IN) from a 

i 

heterozygous plant to produce a completely homozygous individual and that this is advantageous 
because the process can eliminate the generations of selfmg needed to obtain a homozygous plant 
from a heterozygous source. Therefore, Applicants respectfully submit that new claims 47 and 
55 are definite and come within the purview of the written description requirement and do not 

add new matter. I 

Claims 11, 12, 15, 16, 19, 24, 25, 28, 29 and 32 remain rejected and claims 8-10, 13, 14, 
17, 18, 21-23, 26, 27, 30, 31 and 34-41 stand rejected under 35 U.S-C. § 112, first paragraph. 
The Examiner states this rejection is repeated for reason of record for claims 1 1 , 12, 15, 16, 19, 
24, 25, 28, 29 and 32. Claims ? t 10, 13, 14, 17, 18, 22, 23, 26, 27, 30 and 31 are now included in 
the rejection because these claims are broadly drawn to a method of using a multitude of non- 
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exemplified, ^characterized breeding partners in an unlimited number of crosses, given the open 
claim language and the failure tb specify that an Fl hybrid is produced. The Exarmrer further 
states that claims 8 and 21 are low included in the rejection because the specification does not 
ueaciiuu a piam vviucii ii suiiuutUjoyuiiy ..1.1.- 1^*- -'^ 

Applicants have now canceled claims 1 1, 12, 15, 16, 19, 24 ? 25, 28, 29 and 32 ^d claims 



: 27, 30 7 31 and 34-41, thus alleviating this rejection. Applicants 



9-10, 13, 14, 17, 18, 21-23,26, 

...... ..... ... .i . i .i .;. r . ? r .'U 

claims faxed bv Supervisory latent Examiner Amy Nelson on August 2, 2002 and again on 



purview of the written description requirement and do not AiM new m?.*.'.?' 

T , -. v rioim- n 1.', 1" 1P 07 "0 and "^1 remain rejected r^d claims 

The >.,\iiuiini;i biaLws claims 1-, 1 ; - ■ > - - 

S 11 H 15 16, 19, 21-21. 2 5'1 2*, 2°. 32 ^M 1 - r:;-^H nr' 1 ^- ! IC \r. ? f^t 



para 



, as containing subject lr. ;* 



it PC'.'.: 



way a;, to enable one skilled in V..:- 
<. .'. - .j iii.'.!:-.' area r v.:: : ' 1 : ' ' • : ' ' '- 1 ' ' : " 1t - ■ 

reasons of record as set forth in the lust Office Action for claims 13, U, I 7, IS, 2fi, 27, 30 am! 
31. Claims 8-11, 12, 15, 16. i9, 21-24. 25, 28. 29, 32, 34 and 35-41 are now included in the 
reject >n Vi-nsc these churns are brolly drr*Ti +0 nn^xemplifWi r^-Y pb^. method nf 
using ,, r r.o:>exem?li[':^, ui:.;hai:.:-:e:i;:::;i b. :. !:i:s .r: - .v- — ' ' :v. ;.V v 

of crosses, given the open claim language and the failure to specify that an Fl hybrid is produced. 
The Examiner further states claims 8 and 21 are now included in the rejection because the 
specification does not describe a plant which is simultaneously male fertile and male sterile. 

Applicants have now canceled claims 13, 14, 17, 1 8, 26, 27, 30 and 31 and claims 9-1 1, 



12, 15, 16, 19, 21-24, 25, 28 



29, 32 and 34-41, alleviating this rejection. Applicants have 
amended claim 8 and added new claims 42 - 62, placed in the format suggested by the claims 
faxed by Supervisory Patent Examiner Amy Nelson on August 2, 2002 and again on November 
15, 2002 by Examiner David Fox. Applicants believes the new claims come within the purview 
of the written description requirement and do not add new matter. 

In light of the above remarks, Applicants respectfully request reconsideration and 
withdrawal of the rejections to claims 9-19, 22-32, and 34-41 under 35 U.S.C § 112, first 
paragraph. 
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Issues Under 35 U.S.C. 8 102/103 



Claims 11, 15, 19, 24, 28, 31 and 32 remain rejected and claims 36, 37, 39 ana 40 stand 
rejected under 35 U.S.C. § 102(e) as anticipated by or, in the alternative, under 35 U.S.C. § 
1.03(a) as oovious over t uilerlon i J uieui o,io:>,_o^ tiij. iac lau^hi-. ^ • ■ — - 

is repeated for the reason of record as set forth m the last Office Action mailed July 16, 2002. 

The Examiner concludes stating that the claimed invention is prima fane obvious as i, whole to 

i 

Applicants have canceled claims 11. 15, 19. 24. 28. 31, 32 and claims 3* -,7 ; ".Q and 40. 



Ltieieby alleviating mis rejection. .-\ppncaius auvc r.O'. 



42 - 62, placed m the format su^csic^ 



claims fax ed b \ ' ^ v. :: . : - 



UtclU Cx LlLiillU'I' 



Amy Nelson on August 2, 2002 and again on November 15., 2002 by Examiner David Fox 
F.irthc:. A. sub;:.!: /' ^ </ . 1 ' *' * " : ' ' ' ' — ' ' •• • . 1 ; ■ . \ 

rejected over pr>r ail te^bii;^ " r<"^ 1 : - 1 
thj E,:u:ninc-r. /•/ re 77;, ^\ 217 I VS.!'.?. r 
subn.i; :b.x tbis n not the sain. 1 , . '■ / . ' : - - 

as can be evidenced by one skilled in the art through analysis of the data tables in each. Li 
addition, it is impermissible Jo use hindsight reconstruction and the benefit of Applicant's 

ji^cio^ULC to pick ciiiioilg piCCCS iVi'i.O.h .i.i'C prCSdli iX the .X:. THelX* mVi.lt be L/C- XI ' r X 

make the combination ana an expeciuuou oi success, in /\ f at..:. . : ; ^ .'.i.i'.^.-u *-r.;4 ^/vj. vu. 

1991). Moreover, Applicants claim a method of making a plant which did not previously exist. 

j 

Pursuant to the recent Federal Circuit decision, Elan Pharmaceuticals, Inc. v. Mayo Foundation 
for Medical Education & Research, 304 F.3d 1221, (Ted. Cir. 2002), M a novel patented product is 
not "anticipated 1 ' if it did not previously exist." Id. This is the case whether or not tue process 

for making the new product is generally known. Id. The invention X1069G has not previously 

j 

existed as it is the result of crossing two maize inbred lines GE535769 and GE51572: thereioic 
Applicants strongly assert that neither the suggestion of the claimed unique invention of the 
present application nor the expectation of success is taught for one ordinarily skilled in the art in 
the reference cited by the Examiner, 

In light of the above, Applicants respectfully request the Examiner withdraw the rejection 
under 35 U.S.C. § 102(e) as anticipated by or, in the alternative, under 35 U.S.C. g 103(a) as 
obvious over Fullerton (U.S. Patent 6,169,234 Bl). 
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Double Patenting ■ 

The Examiner rejects claims 11, 15, 19, 24, 28, 31 and 32, 34, 36. 37, 39. ^0 and 41 

Ulldci UlC judicially ClC-^Cu uuuLniu oi lyuviOujiiv^ ijpC ^OuUiC ^ — w — -j- 

over claims 1-7, 10-12, 20, 26 arid 29 of U.S. Patent No. 6,169,234 {'234). The Examiner states 
that although the conflicting claims arc not identical, they sre not patentably distinct Torn each 

. ■ ■ . • •, :•' ••• 



.16B0S maize hvbrid of Fullertdn. that hsmg the proprietary inbred maize line GE5 15721. The 

hxaminer siuu. tt.* v/hi!e tl.e • ••• ..n:..v ph- of ^llcrton is ^si^ra! ICW mid iK- 

, , . , . , n . 4 ■ 1 ,. : .,i virion +^--% inc-iff'ri-^r i.ir-rt r if'.":Tr7 

iiybnd imi^c plant ot me instant c.a.i.Mv ^ ^--^-^ ,w j^.*^, " ^ 

characten sties set forth in the claims to distinguish progeny of the claimed plants wriercin the 

ex viv; 1 ' :" ; J >H HiyV , ! mx -- 7 1 r-- .'' ■'• . ":. ; \ " . ' 

i 

ph>nt of the prl'jr ait. ! 

i , . . . , . , r - ■ ? i • 
Ar; 1. le'-p^ ...y !: ..v?!-;? r ■ : ^ ' >. ( .■».■■ 

v., j , . 4'J ailJ 41 ar..- .- ( 

plant parts, and methods. Applicants would like to point out that the inventions X1069G and 
36B08 are not the same inventions. Nor are their differences minor morphological variations. 
Applicants submit that the claimed cannot he rendered obvious as it poss-ses -r^ie 

comoinatiuii oi Irani winch coi.ujlV. a unique coinbinaaon oi gei.et:c... .■..vieovc;, . ^ — 
claim a method of making a plant which did not previously exist. Pursuant to the recent Federal 
Circuit decision, Elan Pharmaceuticals, Inc. v. Mayo Foundation for Medical Education & 
Research, 304 F.3d 1221, (Fed. Cu. 2002), "a novel patented product is not "anticipated" if it did 
not previously exist." Id. This is the case whether or not the process for making the new product 
is generally known. Id. The invention X1069G has not previously existed as it is the result of 
crossing two maize inbred linei GE535769 and CE5 15721. Applicants fritUr :>-crt the use of 
the designation "X1069G" is! not arbitrarily assigned It is common practice within plant 
breeding that a new and distinct maize seed is designated with a numerical number such as 
X1069G which defines the claimed hybrid maize seed which will be deposited under an ATCC 
accession number. The use of such a designation is a common practice within the art and would 
be well understood by one skilled in the art to be two distinct and unrelated hybrid maize seeds. 
In addition, as provided in 37iC-F.R. §§ 1.801-1.809, Applicants respectfully submit that the 

i 
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actual ATCC deposit will be delayed until the receipt of notice that the application is otherwise 
in condition for allowance. Applicants will refrain from deposit of Hybrid X1069G and inbred 
parents GE535769 and GE515721 until allowable subject matter is indicated. Once such notice 

accession number of the deposit, the date of the deposit, a description of the deposited biological 
material sufficient to specifically identify it ?.rA to permit examination and the name and address 

... . — , • , , 1 . ... j , >.^;-.^ \^nr /V-^r-;* ,,,,,, ,u.:.f* <^ 

, z . Applicant si'bmit? ^at : + h-^t sc^ds of Vnrie'y vin<oo will be deposited 

the ATCC. :;.::etk,-^ claim. II, 15, 19, 3 b 2? t ?! ."d 32, ?~ 36, 37, 3P, ^ ,r. ! - 
now been canceled thereby alleviating the rejection under the judicially created doctrine of 
obviousness-type double patenting. Such action is respectfully requested. 

Appoints acknowled-: that cbi— <b 30 a:. J ?? a-- a 11 

r 1 

L. c^lusi,-::, A;- 1 : . ; su:-::.b I": 1 : nf rh- ^ — J .:,! ic::...:hs, Uie 

claims as amended are in a condition for allowance., and reconsideration is respectfully requested. 

No additional fees or extensions of time are believed to be due in connection with this 
amendment, however, con^br this a request for any extension inadvertently omitted. 'hnr^c 
ail-, a>,iuii.ionai tees to Deposit :alv « : a: a . >.o. _o l-vc-^. 

Reconsideration and allowance is respectfully requested. 

Respectfully submitted, 

Lila A T. Akrad, Reg. No. 52,550 
McKEE, VOORHEES & SEASE 
801 Grand Avenue, Suite 3200 
Des Moines, Iowa 50309-2721 
Phone No. (515)288-3667 
Fax No. (515)288-1338 
CUSTOMER NO: 27142 

Attorneys of Record 

- pw/LA - 
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